REMARKS 

By this Amendment, Applicant has amended the specification and the drawings 
to correct typographical errors, withdrawn claims 12-20, and amended claims 1, 6, 7, 
and 9 to improve form and/or more appropriately define the claimed invention. 

In the Office Action dated August 25, 2004, the Examiner: 

(a) required restriction under 35 U.S.C. § 121 between Group 1 consisting of 
claims 1-11, and Group 2 consisting of claims 12-20; 

(b) objected to the Oath/Declaration under 37 C.F.R. § 1 .33(a) for failing to 
identify the mailing address of each inventor; 

(c) objected to the Drawings for failing to comply with 37 C.F.R. §§ 1 .84(p)(4) 
and 1.84(p)(5); 

(d) rejected claims 1, 2, 4, 8, 9, and 1 1 under 35 U.S.C. § 103(a) as 
unpatentable over U.S. Patent No. 5,872,794 ("Coo/(") in view of U.S. Patent No. 
5,841,867 {"Jacobson"); 

(e) rejected claim 3 under 35 U.S.C. § 103(a) as unpatentable over Cook in 
view of Jacobson and U.S. Patent No. 6,327,685 ("Koprowskr); 

(f) rejected claims 5 and 10 under 35 U.S.C. § 103(a) as unpatentable over 
Cook in view oi Jacobson and U.S. Patent No. 5,488,615 {"KunofT); and 

(g) rejected claims 6 and 7 under 35 U.S.C. § 103(a) as unpatentable over 
Cook in view of Jacobson and U.S. Patent No. 5,680,543 {"Bhawmil^'). 

The Office Action contains a number of statements reflecting characterizations of 
the related art and the claims. Regardless of whether any such statement is identified 
herein. Applicant declines to automatically subscribe to any statement or 
characterization in the Office Action. 
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RESTRICTION OF CLAIMS 

Applicant affirms the provisional election without traverse, of Group I consisting 
of claims 1-1 1 drawn to signature compression for use in analyzing test results for an 
integrated circuit. 

OBJECTION TO OATH/DECLARATION 

Applicant respectfully traverses the objection to the Oath/Declaration under 37 
C.F.R. § 1.33(a) for failing to identify the mailing address of each inventor. Page 2 of 
the Oath/Declaration filed on March 7, 2002 states that the inventor's "mailing address 
is at c/o Intellectual Property Division, KABUSHIKI KAISH A TOSHIBA, 1-1 Shibaura 1- 
chome, Minato-ku, Tokyo 105-8001, Japan." Accordingly, the objection to the 
Oath/Declaration under 37 C.F.R. § 1.33(a) should be withdrawn. 

OBJECTION TO DRAWINGS 

Applicant has amended the specification and drawings as discussed above in the 
Amendments to the Specification and Amendments to the Drawings sections. In 
view of these amendments, the objection to the Drawings for failing to comply with 37 
C.F.R. §§ 1.84(p)(4) and 1.84(p)(5) is deemed overcome. 

CLAIMS 1.2. 4. 8. 9. AND 11 

Applicant respectfully traverses the rejection of claim 1 under 35 U.S.C. § 103(a) 
as unpatentable over Cook in view of Jacobson because the cited references fail to 
teach or suggest, separately or in combination, each and every element recited in 
amended claim 1. M.P.E.P. § 2143 (8th Ed. May 2004). 
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Particularly, neither Cook nor Jacobson teaches or suggest, separately or in 
combination, at least (as recited in amended claim 1): (a) an observation circuit 
configured to receive input data from observation points of a test target circuit through 
branches to the observation circuit, in order to observe a test that causes the test target 
circuit to perform a substantially normal functional operation and such that the 
observation points have been selected from nodes and terminals corresponding to 
faults not detected by a simulation that causes the test target circuit to perform a 
substantially normal functional operation; (b) the observation circuit comprises a 
plurality of flip-flops, such that the observation circuit is controlled by an internal clock 
signal, an internal reset signal, and an internal operation mode signal, and is configured 
to reset the flip-flops in response to the internal reset signal, and selectively perform, 
using the flip-flops, a first operation of compressing input data from the observation 
points to generate a signature and a second operation of serially transferring data, in 
response to the internal operation mode signal; and (c) the first operation is performed 
using input data generated in the test target circuit in accordance with test patterns that 
cause the test target circuit to perform a substantially normal functional operation, and 
the second operation is performed to cause the flip-flops to be connected in series, and 
to read the signature out of the observation circuit. 

Cook merely discloses a control-read-only-memory (CROM) and a built-in-logic- 
block-observer (BILBO) connected to a register that operates as a linear-feedback-shift- 
register (LFSR). See Fig. 2. The CROM, BILBO, and LFSR are configured to carry out 
normal operation and built-in self-testing in separate modes. During normal operation, 
the LFSR is used to hold output data of the CROM. When not in normal operation, the 
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LFSR is used for compressing the output of the CROM to generate a signature for built- 
in self-testing (i.e., LFSR Signature mode). Col. 5, line 61 to Col. 6, line 19. This is not 
the same as an observation circuit configured to receive input data from observation 
points of a test target circuit through branches to the observation circuit, and compress 
input data from the observation points to generate a signature, while using input data 
generated in the test target circuit in accordance with test patterns that cause the test 
target circuit to perform a substantially normal functional operation. 

Further, Jacobson fails to overcome the deficiencies of Cook. Jacobson merely 
discloses a testing architecture including a configuration register 301 and a signature 
analyzer 303 coupled between a TDI pin 205 and a TDO pin 207, that eliminate the 
need to sequentially load each address into an address register/counter for 
programming by enabling the address register/counter to auto-increment an address for 
memory locations. See Abstract; col. 5, lines 43-55; col. 7, lines 63-65. 

Accordingly, the rejection of claim 1 under 35 U.S.C. § 103(a) as unpatentable 
over Cook in view of Jacobson should be withdrawn and claim 1 should be allowed. 
Further, the rejection of claims 2, 4, 8, 9, and 11 under 35 U.S.C. § 103(a) as 
unpatentable over Cook in view of Jacobson should also be withdrawn by virtue of their 
dependence upon allowable claim 1 , in addition to the patentable subject matter 
respectively recited therein. 

CLAIM 3 

Applicant respectfully traverses the rejection of claim 3 under 35 U.S.C. § 103(a) 
as unpatentable over Cook in view of Jacobson and Koprowski because the cited 
references fail to teach or suggest, separately or in combination, each and every 
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element recited in the claim. M.P.E.P. § 2143. Claim 3 depends upon claim 1 and 
includes all limitations of claim 1 . As discussed above, neither Cook nor Jacobson 
teaches or suggests, separately or in combination, each and every element recited in 
claim 1 . Koprowski fails to overcome the deficiencies of Cook and Jacobson, 
Koprowski merely discloses a distributed logic built-in self-test (LBIST) created by 
combining an LFSR and a multiple input signature register to form an integral part of a 
scan chain. Col. 3, lines 27-34. 

Accordingly, the rejection of claim 3 under 35 U.S.C. § 103(a) as unpatentable 
over Cook in view oi Jacobson and Koprows/c/ should be withdrawn and claim 3 should 
be allowed. 

CLAIMS SAND 10 

Applicant respectfully traverses the rejection of claims 5 and 10 under 35 U.S.C. 
§ 103(a) as unpatentable over Cook in view of Jacobson and Kano^ because the cited 
references fail to teach or suggest, separately or in combination, each and every 
element respectively recited in the claims. M.P.E.P. § 2143. Claims 5 and 10 depend 
upon claim 1 and include all limitations of claim 1. As discussed above, neither Cook 
nor Jacobson teaches or suggests, separately or in combination, each and every 
element recited in claim 1 , Kunoff faWs to overcome the deficiencies of Cook and 
Jacobson, Kunoff merely discloses a universal digital signature built-in test (BIT) device 
that can test a variety of digital circuits. Col. 1 , lines 46-48; col. 8, lines 55-60. In order 
for the digital signature BIT device to be more universally applicable, the device 
includes a plurality of serial data inputs SDI #1 to SDI #4 for receiving serial data, and a 
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serial data input multiplexer circuit 52 electrically coupled to the serial data inputs. Col. 
9, lines 28-39. 

Accordingly, the rejection of claims 5 and 10 under 35 U.S.C. § 103(a) as 
unpatentable over Cook in view of Jacobson and Kyno/f should be withdrawn and 
claims 5 and 10 should be allowed. 

CLAIMS 6 AND 7 

Applicant respectfully traverses the rejection of claims 6 and 7 under 35 U.S.C. 
§ 103(a) as unpatentable over Cook in view of Jacobson and Bhawmik because the 
cited references fail to teach or suggest, separately or in combination, each and every 
element respectively recited in the claims. M.P.E.P. § 2143. Claims 6 and 7 depend 
upon claim 1 and include all limitations of claim 1. As discussed above, neither Cook 
nor Jacobson teaches or suggests, separately or in combination, each and every 
element recited in claim 1 . Bhawmik fails to overcome the deficiencies of Cook and 
Jacobson. Bhawmik merely discloses a BIST circuit 10 including a plurality of scan 
chains 12i to 12n and having n separate clock regimes Ci to Cn, such that each scan 
chain may be clocked at its own frequency fj. Col. 2, lines 20-35, lines 48-60. 

Accordingly, the rejection of claims 6 and 7 under 35 U.S.C. § 103(a) as 
unpatentable over Cook in view of Jacobson and Bhawmik should be withdrawn and 
claims 6 and 7 should be allowed. 

CONCLUSIONS 

In view of the foregoing remarks, Applicant respectfully requests reconsideration 
and reexamination of this application and the timely allowance of the pending claims. 
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Please grant any extensions of time required to enter this response and cliarge 

any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN. HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: P<ux^ttS>^ ^t)^ By 




Cenie Ho 
Reg. No. 51.808 



Attachments: 

Replacement Sheets for Figs. 13, 15, 16, 17A and 17B (2 Sheets) 
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AMENDMENTS TO THE DRAWINGS 

The attached sheets of drawings include changes to Figs. 13, 15, and 17B. In 
Fig. 13, reference numerals 803 and 804 have been relabeled as reference numerals 
801 and 802, respectively. In Fig. 15, reference numeral 33-3 has been added to the 
figure. In Fig. 17B, reference numeral 220-3 on the far right has been relabeled as 
reference numeral 220-4. 

The above changes correct typographical errors in the drawings and do not 
contain new matter. 

Attachments: 

Replacement Sheets for Figs. 13, 15, 16, 17A and 17B (2 Sheets) 
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